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eamed patent term adjustment. See 37 CFR 1 .704(b). 
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* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) ^ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) Paper No(s)/IVIail Date. 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date 9/27/2004 . 6) □ Other: . 



PTOL-T26'(Rev^'o8-0^^ 



Office Action Summary 



Part of Paper No./Mail Date 2008031 3 



Application/Control Number: 1 0/509,463 Page 2 

Art Unit: 4172 

DETAILED ACTION 
Election/Restrictions 
1 . Restriction is required under 35U.S.C. 121 and 3 72 . 

This application contains the following inventions or groups of inventions which are not 
so linked as to form a single general inventive concept under PCT Rule 13.1. 

In accordance with 37 CFR 1.499, applicant is required, in reply to this action, to elect a 
single invention to which the claims must be restricted. 

Group I, claims 1-4, drawn to a method for manufacturing a film using vapor deposition. 
Group II, claims 5-9, drawn to an apparatus for the manufacturing of film. 

Lack of Unity 

Lack of unity of invention may be may only become apparent "a posteriori," that is, after 
taking the prior art into consideration, in the case of independent claims to A + X and A + Y, 
unity of invention (i.e. species) is present a posteriori as A is common to both claims. 

The inventions listed as Groups I-II do not relate to a single general inventive concept 
under PCT Rule 13.1 because, under PCT Rule 13.2, they lack the same or corresponding special 
technical features for the following reasons: the special technical feature which is referred to 
Annex B of Appendix Al of the MPEP (Administrative Instructions under the PCT, "Unity of 
Invention"). The express "special technical features" is defined as meaning those technical 
features that define a contribution which each of the inventions, considered as a whole, makes 
over the prior art." (Rule 13.2). Unity exists only when there is a technical relationship among 
the claimed inventions involving one or more of the same or corresponding claimed special 
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technical features. In this case, the technical feature shared by each invention is an apparatus 
with both an electron beam evaporation source and a resistance evaporation source. 

The question of unity of invention has been reconsidered retroactively by the examiner in 
view of the search performed; a review of U.S. 4,662,312 (Aoki), makes clear that the inventions 
of the groups 1-11 lack the same or corresponding special technical feature because the cited 
reference(s) appear to demonstrate that the claimed technical feature does not define a 
contribution which each of the inventions, considered as a whole, makes over the prior art. 
Accordingly, the prior art of the record supports restriction of the claimed subject matter in to the 
groups as mentioned immediately above. 

2. During a telephone conversation with Doug Mueller on February 28, 2008 a provisional 
election was made with traverse to prosecute the invention of group 11, claims 5-9. Affirmation 
of this election must be made by applicant in replying to this Office action. Claims 1-4 are 
withdrawn fi-om fiirther consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 



Priority 

3. Acknowledgment is made of applicant's claim for foreign priority under 35 

U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 10/509463, filed 

on April 27, 2004. 



Claim Rejections - 35 USC § 112 
1 . The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

2. Claims 6 and 9 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

3. The term "in this order" in claim 6 is a relative term which renders the claim indefinite. 
The term "in this order" is not defined by the claim, the specification does not provide a standard 
for ascertaining the requisite degree, and one of ordinary skill in the art would not be reasonably 
apprised of the scope of the invention. The term "in this order" fails to add definitive structural 
limitations to the apparatus that would be essential for one skilled in the art to recreate the 
apparatus. An indefinite number of configurations of the apparatus can be constructed based off 
of the use of this term in the claim. 

4. Claim 9 is rejected as being indefinite in that it fails to point out what is included or 
excluded by the claim language. This claim is an omnibus type claim. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of appUcation for patent in the United States. 

6. Claim 5 is rejected under 35 U.S.C. 102(b) as being anticipated by Aoki (U.S. Patent # 
4,662,312). 
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Claim 5 is drawn to an apparatus for manufacturing a film that comprises both an 
electron beam evaporation source and a resistance heating evaporation source. 
Aoki recites in its claims: 

"An apparatus . . .wherein the evaporation source of the film forming assembly comprises 

an electron beam evaporation source" (see claim 8) and "An apparatus . . .wherein the 
evaporation source of the film forming assembly comprises a resistance heating evaporation 
source" (see claim 9). 

Aoki clearly teaches a claimed invention which recites an apparatus for manufacturing 

film that has both an electron beam and resistance heating evaporation source. 

7. Claims 5 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by Yano (U.S. 
Patent #6,863,996). 

Claim 5 is drawn to an apparatus for forming a film comprising both and electron 
evaporation source and a resistance heating evaporation source. Claim 7 recites the apparatus of 
claim 5 and further comprises of a nozzle for introducing a reactive gas. 

Yano describes an apparatus containing a K-cell 14 (the resistance heating evaporation 
source), an electron beam evaporation source 15, and a feed gas inlet port 1 lb (figure 1, column 
7 lines 13 through 45). The "feed gas inlet port" performs the exact same fimction as the 
"nozzle" as recited in claim 7. 

8. Claims 5 and 8 are rejected under 35 U.S.C. 102(b) as being anticipated by Ohseto et al 
(U.S. Patent #4,720,436). 
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Claim 5 is drawn to an apparatus for forming a film comprising both and electron 
evaporation source and a resistance heating evaporation source. Claim 8 recites the apparatus of 
claim 5 and further comprises a bias device to provide bias voltage. 

Ohseto describes an apparatus containing sources for electron beam evaporation, sources 

for resistance heating evaporation, and a bias power source (column 5 lines 18 through 55). 

For the reasons set forth above, all the claims are properly included in these 102 
rejections. 

Conclusion 

No claims were allowed. 

Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to Michael Wieczorek whose telephone number is (571)270-5341. 
The examiner can normally be reached on Monday through Friday; 7:30 AM to 5:00 PM (EST). 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Vickie Kim can be reached on (571)272-0579. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

M.W. 

Art unit 1472 

/Vickie Kim/ 

Supervisory Patent Examiner, Art Unit 4172 



